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Subject USPTO Decision dismissed our petition under 37 CFR 1 .55 because (1) "the instant 
application does not contain a proper benefit claim under 35 U.S.C. 120 and 37 CFR 1 -78(a)(2) 
to U.S. application 09/023,057" (the "grandparent application"), and (2) while also treating our 
petition as a petition under 37 CFR 1.78 to accept an unintentionaUy delayed claim under 35 
U.S.S. 120, found the petition, so treated, to be defective. 

Reconsideration of this decision is appropriate because the decision retroactively applies MPEP 
provisions published after the instant application was filed, and disregards the announced 
USPTO practice, 12/28/01 66 FR 67087 Comment 2 Response. 

First, applicants note that the Decision appears to ground its dismissal of our petition on 
provisions of MPEP 201 .11 (III)(A) that post-date the filing of the instant application 
Applicants submit that the language cited in the Decision was first introduced to the MPEP in 
February 2003, eighteen months after the instant application was filed, and identifies new 
requirements not stated in the MPEP versions) of 2001 . [compare pages 200-67 through 200-70 
of Feb 2003 MPEP with pages 200-66 through 200-69 of Aug. 2001 MPEP] 

Second, although the first sentence of the instant application's specification was inartfully 
written, inasmuch as the reference to the grandparent application does not unambiguously define 
its relationship to the instant application, the nature of that relationship has been evident to the 
USPTO and to the public since at least the instant application's publication date of 12/27/01 by 
way of at least the following: 

(1) the USPTO's Bibliographic Data Sheet (Attachment 1) 

(2) the application as published 12/27/01 (cover, item (63)) (Attachment 2) 

(3) PAIR'S continuity database (Attachment 3) 

(4) The face of the issued "parent" patent U.S. 6,317,832 (issued 11/13/01) (Attachment 4) 

Given mat the published relationship information properly corrected any ambiguity in the instant 
application as filed, applicants had no reason to believe that the benefit claim under 35 U.S.C. 
120 required correction, particularly in light of the announced Office policy, id.: 

"The Office has adopted the following practice: if an applicant includes a claim under § 1 .78 to 
the benefit of a prior-filed application elsewhere in the application, but not in the manner 
specified in § 1 .78(a)(2)(i) and (iii) or § 1 ,78(a)(5)(i) and (iii), within the time period set forth in 
§ 1 .78(a)(2)(ii) or § 1 .78(a)(5)(ii), rp^rtivel v the Office will not require a petition (and the 
surcharge undp-r 6 1 .1 7ftY> tn correct the claim if the inf o rmation concerning the claim contained 
elsewhere in the application was recognized bv the Offi ce as shown bv its inclusion on a filing 
receipt (not as shown by its inclusion in the patent application publication). The reason for this 
practice is to avoid the situation in which an applicant is required to file a petition (and pay the 
surcharge under § 1.17(t)) even though the application was scheduled for publication on the basis 
of the information concerning the claim contained elsewhere in the application, but not in the 
manner specified in§ 1.78(a)(2)(i) and (iii) or § 1.78(a)(5)(i) and (Hi), within the time penod set 
forth in § 1.78(a)(2)(ii). That is, whether an applicant is required to file a petition (and pay the 
surcharge under § 1 .17(t)) to correct a claim that does not comply with § 1 .78(a)(2X0 and (in) or 
§ 1.78(a)(5)(i) and (iii) is based upon the effect the informal claim has on the scheduling of the 
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application for publication, and not whether the informal claim is ultimately Included in the 
patent application publication." 66 FR 67087, 67091 [emphasis added] 

Accordingly, applicants did NOT intend their petition to be treated as a petition under 37 CFR 
1 .78, and did not attempt to comply with the requirements for such a petition. 

Whether or not an amendment can be entered into the application at this time under 37 C.F.R. 
1.3 12, applicants earnestly request that the decision to dismiss be reconsidered and the Petition 
granted, so that applicants can determine with the responsible USPTO Examiner how to best 
implement that decision in the instant application. 
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ABSTRACT 



A secure multiple application card system and process is 
provided having secure loading and deleting capability by 
use of a Certification Authority and Personalization Bureau. 
The certification authority maintains the security of tho 
system by requiring IC cards to be injected with its public 
key and a card identifier for uniquely identifying each card, 
by providing q personalization data block for each card, and 
by signing with its private key &H applications to bo loaded 
ot deleted from the IC card. 



117 



MANUFACTURER 



PERSONALIZATION 
BUREAU 



106 



APPLICATION 
LOADER 



CARD ISSUER 



113 



CERTIFICATION 
AUTHORITY 




107 



100 



L 





t 


tc 

CARD 




CARD 
USSR 




. \ ' 

He 






PAGE 5/7 * RCVD AT 7/11/2007 8:1 3:49 PM [Eastern Daylight Time] ' SVR:USPTO«EFXRF-5/8 1 DNIS:2738300 * CSID: * DURATION (mm-ss):01-36 



JUL. 11.2007 5:17PM 



SONN ENSCHEIN NATH 



. , . NO. 3993. P. 6 



09/076,551 SECURE MULTIPLE APPLICATION CARD SYSTEM AND PROCESS 



07-11- 

2007::18:56:56 



Parent Continuity Data 



Description 


Parent 
Number 


Parent Filing or 371 
(c) Date 


Parent 
Status 


Patent 
Number 


This application is a Continuation 
of 


09/023,057 


02-12-1998 


Patented 


6,575,372 


Claims Priority from Provisional 
Application 


60/046,514 


05-15-1997 


Expired 




Claims Priority from Provisional 
Application 


60/046,543 


05-15-1997 


Expired 





Child Continuity Data 



09/932,013 filed on 08-17-2001 which is Pending claims the benefit of 09/076,551 
11/655,497 filed on 01-19-2007 which is Pending claims the benefit of 09/076,551 
11/707,824 filed on 02-16-2007 which is Pending claims the benefit of 09/076,551 
11/729,509 filed on 03-29-2007 which is Pending claims the benefit of 09/076,551 
11/821,052 filed on null which Is Pending claims the benefit of 09/076,551 



PAGE 6/7 * RCVDAT 7/11/2007 8:13:49 PM [Eastern Daylight Time] * SVR:USPTO-EFXM * DNIS:2738300 1 CSID: 1 DURATION (mm-s$):01-36 7/1 1/2007 



JUL. 1 1. 2007 5:17PM. SONNENSCHEIN NATH 



(u) United States Patent 

Everett et al. 



iniiiiinHniiii 

US006317832B1 

(10) Patent No.: US 6,317,832 Bl 
(45) Date of Patent: Nov* 13, 2001 



(54) SECURE MULTIPLE APPLICATION CARD 
SYSTEM AND PROCESS 

(75) Inventors: David Barringtoxf Everett, East 

Sussex; Stum James Milter, Berks; 
Anthony David Peadiam, Kent; Ian 
Stephen Simmons, Camta; Timothy 
Philip Richards, Herts; John Charles 
Vjner, Wlndlesbam, alt of (GD) 

(73) Assignee: Mondcx International Limited, 
London (OB) 

( * ) Nodes: Subject to any disclaimer, the term of Ibis 
patent is extended nr adjusted under 35 
U.S.C. 154(b) by 0 days. 



(21) 
(22) 

(63) 
(60) 

(51) 
(52) 
(58) 



Appl. No.: 09/076^51 
Filed: May 12, 1998 

Related U£. Application Data 

ConluflWton at application No. 09/023,057, filed on Feb. 
12,1993. 

Provision*! application No. 600*6,543, filed on May 15, 
1997, And. provisional application No. 60^)46,514, filed O* 
May 15, 1997. 



Int. CI. 7 — 

U,S- CL 

Field of Search 



, H04L 9/00 
...... 713/172 



713/156, 166, 

713/172, 187 



References Cited 
U.S. PATENT DOCUMENTS 
4,882,474 11/1989 Andcrl ct bI. . 



4,901,276 
4,949,2S7 
5,014,312 
5,162,989 
5,293,577 
5,378,884 
5,452,431 
5,5Bl/708 
5,588,146 
5fiB7fi27 
5,796.831 
5,325,875 
5,841,870 
5/189,941 
6,005,942 
6,038^51 



2/1990 
8/1990 
5/1991 
11/1992 
3/1994 
1/1995 
9/1995 
12/1996 
12/1996 
10/1997 
8/1998 
10/1998 
11/1998 
3A999 
12/1999 
3/2000 



Ejimo . 

Orbacli »—.« 

Lbhn&que et il. 

Matsnda *■< 

Hueskc ot al. . 
LuAdAOfoai et al. 
Bounius . 
lijima . 
Lcraux . 
Bfiftina ct al. . 
PandiiUA ei al. , 
Ugtm . 

Ftcies ct ul. - — 
ttahie et al 

Oinn al. 

Bartow et al- .~. 



. 364/401 
. 364/401 
, 234/441 



713/156 
713/200 
713/187 
„ 705/41 



FOREIGN PATENT DOCUMENTS 



0152Q24 
0157303 



8/1985 (EP). 
10/1985 (Of). 



(List contitnied on next page-) 

Primary Exa)niner—Tod Swann 

Assistant Exittnitwr—WLstthcw Smilhers 

(74) Attorney, Agent, or Firm-Biker Boils I*L.F. 

(57) ABSTRACT 

A secure multiple application card system and process is 
provided having secure loading and deleting capability by 
use of a Ccnificaiion Authority and Peisonalizaiion Bureau- 
The certification authority maintains the security of the 
system by requiring IC cards Lo be injected with its public 
key and a card identifier £or uniquely Identifying each card, 
by providing a personalization daia block for each card, and 
by signing with its private key all applications lo be loaded 
or deleted from the IC card. 

10 Claims! 11 Drawing Sheets 





. 1 


CERTIFICATION 
M/THQHTTY 











ie 




CAflO 




HO 


CARD 




U5SR 



\ " 



PAGE 717 * RCVD AT 7/11/2007 8:13:49 PM [Eastern Daylight Time] • SVR:USPTO-EFXRf -518 ' DNIS:2738300 ' CSID: * DURATION (mm-ss):01-36 



